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1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 3-7, 9-14 and 16-20 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. While the meaning of each of the terms "swellable" and 
"porous" as used separately in the art is understood, when used together, the terms no 
longer can be considered to be used in the art recognized manner. This is clear from 
applicants' explanations provided with their response. 

The terms "swellable porous inkjet recording medium" and "swellable porous ink 
receiving layer(s)" are used in the specification and all of the claims but are not defined 
in the specification and do not have a well defined meaning in the art. Therefore, one of 
ordinary skill in the art would not be able to ascertain media that fall within these terms 
and those that do not. The terms "porous layer" and "swellable layer," as pointed out by 
applicants- in their response, each have an art recognized meaning. Those meanings, 
however, would not permit use of the terms together to describe a single layer of the 
same medium. Applicants point out on page 7 of their response that "[i]n a swellable 
layer, dye mainly diffuses into and through hydrophilic solid material, which material can 
highly swell in terms of layer thickness" and at page 9, "a porous receiver's function, as 
understood by those skilled in the art, is one which enables the rapid uptake of ink upon 
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application during inkjet printing" and finally on page 10 that "[t]he skilled person in the 
art would understand that a receiver consisting mainly of inorganic particulate with 
sufficient binder to hold it together is a porous receiver (because it has pores located 
between the particles which are capable of absorbing applied ink by capillary action and 
storing the absorbed ink) and a layer that is mainly hydrophilic polymer such that it 
swells on application of ink in order to absorb a dye is a swellable (or non-porous) 
receiver. It is a matter of fact in a particular receiver having a particular composition 
whether the receiver is essentially porous or not and whether it is essentially swellable 
or not, and those skilled in the art would have an understanding of this." These 
quotations highlight why the terms "swellable" and "porous," when used individually, 
have art recognized meanings, but would not have an art recognized meaning when 
used together. It is noted that applicants have even equated the term "swellable" to 
"non-porous" when describing a receiver and describe a "continuum" when "a swellable 
layer becomes a porous layer" at the top of page 1 1 of their response. As described by 
applicants in their response and as known and used in the prior art, these terms are 
mutually exclusive. 

Applicants intend to claim a medium having a porous layer that is formed of 
swellable polymer, but that would not make such a medium a "swellable porous" 
medium as the terms are used in the art. In normal usage these terms are exclusive of 
one another, i.e. either the primary mechanism for absorption is capillary action of the 
pores, or where pores do not exist, swelling of a swellable resin. It is the primary 
mechanism of ink absorption that defines between a swellable medium and a porous 
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medium. One layer of one medium can have only one primary ink absorption 
mechanism. Therefore, one of ordinary skill in the art would not be able to ascertain 
how much hydrophilic resin or how many pores were required to make what applicants 
are referring to as a medium that is both swellable and porous. Definition w;as required 
and none was provided. Therefore, these terms cannot be relied upon to claim 
applicants' invention. 

2. Claims 1, 3-7, 9-14 and 16-20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. For the reasons set forth 
above, the terms "swellable porous inkjet recording medium" and "swellable porous ink 
receiving layer(s)" are confusing because they defy art recognized meanings of the 
terms "swellable" and "porous" and are not defined in the specification. One of ordinary 
skill in the art would not be able to determine the metes and bounds of applicants 1 
claims. They could not determine how much resin would be considered enough to 
render the medium "swellable" and how many pores would be too few to render the 
medium "porous." Clarification is required. 

In addition, the language of claims 19 and 20 is confusing. The examiner 
suggests the following language for claim 19 and similar language for claim 20: "... 
wherein the ink receiving layers of said inkjet recording medium consist of said one or 
more layers." 

3. Claims 1, 3-7 and 9-12 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeBoer et al. (6,299,302) for reasons of record and for reasons given 
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below. With respect to claim 17, it is well known to one of ordinary skill in the art to 
include one or more coating layers of the same composition in order to increase layer 
thickness and coat weight. Therefore, inclusion of multiple layers of the same 
composition would have been obvious to one of ordinary skill in the art for the purpose 
of increasing overall layer thickness. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1,4-6, 10 and 13 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Baker (EP 1 ,060,901) for reasons of record and for reasons given below. 

6. Claims 1, 3-7 and 9-13 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baker (EP 1 ,060,901) for reasons of record and for reasons given 
below. With respect to claim 17, it is well known to one of ordinary skill in the art to 
include one or more coating layers of the same composition in order to increase layer 
thickness and coat weight. Therefore, inclusion of multiple layers of the same 
composition would have been obvious to one of ordinary skill in the art for the purpose 
of increasing overall layer thickness. 

7. Applicant's arguments filed January 22, 2007 have been fully considered but they 
are not persuasive. The examiner has reconsidered the "consisting essentially of 
language used in some of the claims and has omitted these claims from rejection as 
appropriate based upon the claim language and persuasive arguments by applicants 



Application/Control Number: 1 0/631 ,236 Page 6 

Art Unit: 1774 

concerning why the additional layers/materials of the references materially affect the 
basic and novel characteristics of the medium as set forth in the specification. 

The examiner has considered the unsigned declarations submitted with the 
response by Ms. Baker and Mr. De Boer. These declarations would not be persuasive if 
signed. The phrase "no appreciable level of swelling" is an opinion and the words 
"appreciable level" indicate that the layer can be swellable to some degree. Any level of 
swelling is enough to be within the scope of the instant claims. Applicants could have 
claimed a required amount of hydrophilic resin but have instead relied on the broad 
undefined term "swellable." De Boer also provides his opinion of what would happen if 
blowing agent were added to a layer of the medium made in accordance with his patent. 
No scientific basis for the opinion is provided. 

Applicants state they have pointed out "the failure of the Examiner to duly 
recognize the image-receiving function of the claimed ink-receiving layer." This failure 
was intentional on the part of the examiner because the term "image-receiving" could 
have been, but was not used in the claims. The term used in the claims is "ink- 
receiving" which is broader in scope than "image-receiving" which refers only to the 
colorant portion of the ink. "Ink-receiving" includes layers that are intended to receive 
any portion of the ink, the colorant or the fluid carrier for the colorant. Applicants are 
well aware of this difference in scope. The examiner is not going to respond to 
everything in the summary of the interview, but instead will respond to the remarks set 
forth concerning each rejection. 
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With respect to De Boer et al., applicants use open claim language in most of the 
claims. The layer of the prior art at issue here is definitely a porous layer. With respect 
to the medium being porous, using the term in its broadest sense, the medium is porous 
since a portion of the medium is porous. Applicants' remarks attribute numerous other 
requirements to "porous" as used in their claims, but unfortunately, they have not 
provided a definition in the specification and are not using the term in a manner 
consistent with the prior art. Applicants' arguments are persuasive for claims 13 and 14 
because the pigment and the additional layer would each materially affect the ink 
absorption characteristics of the medium. With respect to the DeBoer Declaration, the 
prior art disclosure is not limited to the scope of the examples. It is noted that the 
motivation for foaming the layer of DeBoer et al. is the inclusion of a blowing agent as a 
disclosed additive to the layer. The usual purpose for inclusion of blowing agent is to 
foam a composition. 

The examiner has not required numerical limits to define "swellable" and 
"porous," however, in the absence of some definition, the terms must be given their 
broadest interpretation. That is the interpretation the examiner has used for this 
examination. Applicants argue that due to the low level of swellable polymer in the layer 
of the reference, it cannot be considered a "swellable layer." However, up to 15% of the 
materials of the layer are admittedly swellable and there is nothing to indicate to one of 
ordinary skill in the art that this material is prevented from swelling by the rest of the 
composition, most of which is clay which is also swellable. 
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Because applicants use open claim language in most claims, the medium of the 
European Publication to Baker reads on the claims even though there are additional 
layers present. Applicants keep trying to overcome rejections by "characterizing" media 
of the prior art as one of "porous" and "swellable," and by inherently excluding the other. 
Under the criteria created by applicants in their response for characterizing a medium, 
their claimed medium also cannot properly be referred to as both "porous" and 
"swellable." As stated earlier, the examiner will give these terms their broadest 

■ 

meanings that are consistent with usage in the art. In this case, the base layer of the 
reference is a swellable layer. It is formed from a swellable polymer as the materials 
recited at [0019] are swellable. The layer is also porous when it is made porous as 
disclosed by the reference at [0022]. Using the terms broadly, the medium is also 
porous because it has a porous base layer and because the top layer does not prevent 
ink from reaching the base layer [0018]. At the bottom of page 19, applicants once 
again attribute several concurrent meanings to the term "porous." The examiner 
believes that these criteria narrow the term "porous" from how it is used in the prior art. 
As used in the art, the medium of Baker is porous because there is a porous layer in the 
medium that is included as part of the ink absorption mechanism. 

Applicants also argue that the base layer isn't ink receiving because it primarily 
absorbs ink solvent. This isn't persuasive because ink solvent is part of the ink, and 
because the layer will also receive some colorant that passes through the top layer. 
The reference suggests to one of ordinary skill in the art that at least some colorant will 
reach the base layer by disclosing that mordant may be added to the layer [0026]. The 



Application/Control Number: 10/631 ,236 Page 9 

Art Unit: 1774 

usual purpose in the art for including mordant is to fix colorant. Next applicants argue 
that that term "ink-receiving" layer as used in their claims means "image-receiving 
layer." This is not persuasive. Applicants can claim an "image-receiving layer" if that is 
what they intend to claim. There is no support in the specification for this narrowed 
definition of "ink-receiving layer." 

Applicants imply by their arguments that the term "ink-receiving layer" in 
conjunction with the layer being "essentially capable of receiving dye" cannot refer to a 
base layer with an outer layer that is an absorbent polymer material. Applicants imply 
that ink will only reach the base layer in exceptional circumstances when "so much ink 
[has been applied] as to effectively saturate the top image receiving layer such that the 
receiver would no longer effectively operate as an inkjet recording element." Based 
upon the references inclusion of mordant in the base layer, this interpretation is not 
persuasive. There is clearly an intent demonstrated by the disclosure of the Baker 
reference that the medium may have colorant reach the base layer and the medium will 
still function as disclosed. Otherwise, there would be no reason to spend the effort and 
money to incorporate mordant into the base layer. 

It is noted that the phrase "essentially capable of receiving dye" is supported, by 
the specification, but does not appear to be defined or even used therein. Therefore, 
the phrase must be given its broadest reasonable meaning. Applicants cannot submit a 
definition for this phrase now and expect it to be considered limiting when neither the 
phrase nor the definition was provided at the time of applicants 1 invention. 
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Finally, as requested, the examiner met with her supervisor, Rena Dye, on March 
13, 2007 to discuss the proposed rejection in this case. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pamela Schwartz whose telephone number is (571) 
272-1528. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on (571) 272-3186. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

PRSchwartz 
March 14, 2007 



